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		Abstract

		Ever since the venerable Supreme Court opinion in Baker v. Selden, courts and commentators have overwhelmingly endorsed the rule that copyright and utility patent protections for intellectual creations are mutually exclusive. That is, an intellectual creation may be eligible for copyright or utility patent protection, but not both. Original works of authorship are channeled to the copyright regime, while novel and non-obvious machines are channeled to the patent system.  

The well-established mutual exclusivity rule for copyright and utility patent was recently renounced, as applied to computer program innovations, by the Court of Appeals for the Federal Circuit (CAFC) in Oracle America, Inc. v. Google Inc. One of Googleâ€™s defenses against Oracleâ€™s charge of copyright infringement for its reuse of parts of the Java API was that the APIâ€™s functionality made it more properly patent, than copyright, subject matter. The CAFC rejected the exclusivity argument and endorsed overlapping copyright/patent protection for APIs.  

Part I begins with a review of the mutual exclusivity rule that grew out of Baker and explains that the nature of computer programs initially caused confusion about whether copyright or patent was an appropriate form of IP protection. After Congress decided copyright was appropriate, a few courts in the 1980s declared that copyright protection could extend to the â€œstructure, sequence, and organizationâ€� (SSO) of programs. These decisions were widely criticized for giving patent-like protection to programs with deleterious effects on competition and innovation in this industry. Members of Congress were sufficiently concerned that they held hearings and commissioned studies to address the perceived copyright/patent overlap problem.  

Part II shows that concerns about copyright and patent overlaps subsided in the 1990s as numerous appellate court decisions recognized that the essentially utilitarian nature of programs gave them a relatively thin scope of copyright protection. Courts adapted various limiting doctrines of copyright law to prevent copyright/patent overlap in software IP cases, leaving patent law to protect the utilitarian elements of programs. By interpreting the scope of copyright in the shadow of patents and filtering out functional design elements, courts in software copyright cases restored the balance that Congress intended.  

Part III shows that the CAFCâ€™s Oracle decision is the sole unreversed opinion endorsing software copyright/patent overlaps. To support its view that copyright and patent could provide overlapping protections for software APIs, the CAFC inappropriately invoked dicta from the Supreme Courtâ€™s Mazer v. Stein decision, failing to notice that Mazer explicitly recognized that utility patents and copyrights are â€œmutually exclusive.â€� Part III also argues that courts should be more receptive to arguments that the existence of issued patents for software innovations is evidence that those innovations should not be protectable by copyright law.  

Part IV discusses Oracleâ€™s destabilization of the copyright/patent balance in software cases and offers concrete suggestions about how courts should approach discerning the proper boundaries of copyright and patent in protecting particular aspects of software. More clarity to the software copyright caselaw can be attained if courts engage in rigorous filtration of unprotectable non-literal elements of software. When courts interpret software copyright in the shadow of patents, they are less likely to exceed the boundaries laid out by Baker and Congress. 
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