

	
	

	









	




	







	









		

		
		

	
	




	
	


	
	



	
	


	
	
	
	
	
	
		
			
			
		

		
		
	

	

	



	
	
	
	

	







	















	Skip to main content












	

	

	
	

	

	
	












			

			





			






	




	


	
	





	








	

	
	
		
		
		
		
		
		
		
		
		
		
		
		
		
	

	
	
		
		
		
	


















	
		
	

	

	
		
	

	







	
		
		
		

		
		
		
		
			
				
				









	
	    












    
    






    
    







    




    






    
        
        
        
            
            

            

    

    

    

    

    

    


        
            

    

    

    

    

    

    


        
            
                
                    Download This Paper
                    
                
            

        
    
        
    

            
            
                

                

    

    

    

    

    

    


        
            

    

    

    

    

    

    


        
            
                
                    Open PDF in Browser
                    
                
            

        
    
        
    
            
        

    






    
        
    


    
            
            
                
            
            
                
        Add Paper to My Library
        
        

    















	














	
	    







 



	




	







	




































    



			

			
				
				
				
				
				
						
				
				
				
					
						Share:
							
	
	
	


					

					
				
				
				




				
				

    
        
        
        
            

		
		
		
			
				
			
				
			
				
			
				
			
				
			
				
			
		

		
            

		
		
		
			
		
			
		
			
		
			
		
			
		
			
		

		
            

            
        

        
    

    


    




				
				
					

					
					Permalink

						Using these links will ensure access to this page indefinitely

						
							
							Copy URL
						

						
				

				
			

		


		
			
				
				




	
	
		
	

	
	
		
		
	

	
	

	
	
	
	Strategies for Discerning the Boundaries of Copyright and Patent Protections

	
    
        
            
            







    
    










    
    
    
    











			
                    Notre Dame Law Review, Forthcoming
 
        

    
	

	
	
		
		
			45 Pages
		
		

		Posted: 2 Feb 2017
		
		
		
	

	
		
			
			




	See all articles by Pamela SamuelsonPamela Samuelson
University of California, Berkeley - School of Law


		

	
	
	
	
	



	
	
	
	
		
	
	
		
			Date Written: December 22, 2016

		
	

	
	
		
		
	

	
	
		
	
	
		Abstract

		Copyright and utility patent laws have historically regulated different types of intellectual creations. Copyright protection has been available for original works of authorship, and utility patent protection for inventive technologies. Overlaps in these two types of intellectual property (IP) rights have largely been avoided through the very different statutory subject matters of each lawâ€™s protection, as well as through channeling doctrines that courts have developed to manage the boundaries when statutory subject matter differences alone have not sufficed.  

The copyright and utility patent regimes differ not only in their subject matters, but also in the starkly distinctive mechanisms by which protection arises and the duration for which protections last. Courts have long recognized that creators might be tempted to bypass the rigorous requirements for patenting if they could more easily and cheaply get much longerÂâ€�lasting exclusive rights in their innovative products by asserting copyright in them.  

Notwithstanding this temptation, it has been relatively rare for creators to assert both copyright and utility patent protections in the same intellectual creations. Yet it has happened on occasion. One such claim arose in Baker v. Selden whose plaintiff contended that copyright protected the novel bookkeeping system disclosed in the authorâ€™s book, a system for which Selden had sought, but apparently had not obtained, a utility patent. In Baker, the Supreme Court rejected Seldenâ€™s claim and seemingly endorsed a categorical exclusivity approach under which intellectual creations should be understood to be eligible for either copyright or utility patent protection, but not for both. The principal authority that has regarded overlapping copyright and utility patent protections to be unproblematic has been the Nimmer copyright treatise. The treatiseâ€™s treatment of the copyright/utility patent overlap issue is, however, deeply flawed. Those flaws notwithstanding, the Supreme Court has been skeptical of categorical exclusivity arguments in some intellectual property (IP) cases. This skepticism suggests the need for more nuanced strategies when attempting to discern the proper boundaries of copyright and utility patent protections than the one-Âorâ€�theâ€�otherÂâ€�butÂâ€�notâ€�both approach endorsed in Baker or the overlapsÂâ€�are-Âfine approach endorsed in the Nimmer treatise.   

When presented with copyright claims as to seemingly ambiguous subject matters, such as toys, puzzles, and computer programs, courts and the Copyright Office have developed several different responses. The most common has been a layering or segmentation approach under which courts treat some aspects of an intellectual creation as protectable by copyright law (e.g., an original drawing of a parachute), while other aspects may be protectable, if at all, by utility patents (e.g., design of a parachute). But five other strategies for determining copyright and utility patent boundaries are evident in the literature, each of which has sought to preserve separate and distinct domains for copyright and utility patent protections. 
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